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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The State of Oregon acting by and through the State Board of Higher Education
on behalf of the University of Oregon

Granted to Date 07/07/2012

of previous

extension

Address 5286 University of Oregon

Eugene, OR 97403
UNITED STATES

Party who filed
Extension of time
to oppose

The State of Oregon acting by and through the State Board of Higher Education
on behalf of the University of Oregon

Relationship to
party who filed
Extension of time

The TTAB form will not allow the full name to be entered. The form only allows
80 characters.

to oppose
Attorney Kevin M. Hayes
information Klarquist Sparkman, LLP

121 SW Salmon Street, One World Trade Center, Suite 1600

Portland, OR 97204

UNITED STATES

ptotmdocket@klarquist.com, kevin.hayes@klarquist.com Phone:503-595-5300

Applicant Information

Application No 85361068 Publication date 05/08/2012
Opposition Filing 07/09/2012 Opposition 07/07/2012
Date Period Ends

Applicant

The Civil Wars, LLC

Suite 108-231 718 Thompson Lane
Nashville, TN 37204

UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2010/08/14 First Use In Commerce: 2010/08/14
All goods and services in the class are opposed, namely: Hats; Hooded sweat shirts; Jackets; Sweat

pants; T-shirts

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition


http://estta.uspto.gov

U.S. Application 85524256 Application Date 01/24/2012

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark CIVIL WAR

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use:

Clothing, namely, shorts, polo shirts, hats, headbands, wristbands, slippers,
sweatshirts, sweatpants, boxers, T-shirts, jackets, and gloves

U.S. Application 85524265 Application Date 01/24/2012

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark CIVIL WAR

Design Mark

Description of NONE

Mark

Goods/Services

Class 041. First use:

Education-related entertainment services, namely, conducting collegiate athletic
events in the fields of acrobatics and tumbling, baseball, basketball, cross
country, football, golf, lacrosse, soccer, softball, tennis, track and field,
volleyball, and wrestling, arranging and conducting live musical performances

Related
Proceedings

Opposition No. 91204467

Attachments
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Kevin M. Hayes/
Name Kevin M. Hayes
Date 07/09/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The State of Oregon acting by and through the
State Board of Higher Education on behalf of

)
)

the University of Oregon and Oregon State } NOTICE OF OPPOSITION
University, )

Opposer, ) Opposition No.:
y ) App. No. 85361068

' )
The Civil Wars, LLC, )
Applicant. )
)
)

In re trademark application of: The Civil Wars, LLC

Serial No.: 85361068

Filed: June 30, 2011
Mark: THE CIVIL WARS
International Class: 025

Published in Official Gazette:  May 8, 2012

NOTICE OF OPPOSITION

COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA 22313

The State of Oregon acting by and through the State Board of Higher Education on behalf
of the University of Oregon, located and doing business at 1226 University of Oregon, Eugene,
Oregon 97403 (“the University of Oregon”), and on behalf of Oregon State University, located
and doing business at University Marketing, 102 Adams Hall, Oregon State University,

Corvallis, Oregon 97331 (“Oregon State University™) (collectively the “Oregon Universities™)
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believes that it will be damaged by registration of the mark THE CIVIL WARS shown in
Applicant’s application Serial No. 85361068 for the goods identified therein (i.e., hats; hooded
sweat shirts; jackets; sweat pants; t-shirts) (the “Subject Application”) and hereby opposes the
same.

As grounds for opposition, it is alleged:

1. Briefly, the Oregon Universities’ own the mark CIVIL WAR for apparel such as
shorts, polo shirts, hats, headbands, wristbands, slippers, sweatshirts, sweatpants, boxers, t-shirts,
jackets, and gloves. The Subject Application seeks to register a mark adding only the word “the”
and an “s” to the Oregon Universities’ mark CIVIL WAR for essentially the same apparel goods
(namely, THE CIVIL WARS for hats; hooded sweat shirts; jackets; sweat pants; t-shirts). The
PTO has indicated that the marks CIVIL. WAR and THE CIVIL WARS likely cannot be
registered for the same goods since they are too similar. Since the Oregon Universities are the
first user of CIVIL WAR, the Oregon Universities should prevail and the Patent and Trademark
Office should not allow registration of the mark of the Subject Application.

2. To provide some context for this matter, the Oregon Universities’ have held a
rivalry football game for over a hundred years that they offer under their mark CIVIL WAR.

The Oregon Universities’ CIVIL WAR branded athletic performance is one of the longest
running rivalries in all of college sports. The success of their mark has allowed them to branch
out into offering merchandise, such as apparel. The Civil Wars on the other hand are
newcomers. According to the Subject application The Civil Wars began using THE CIVIL
WARS less than two years ago and sought to register THE CIVIL WARS for apparel goods only
last year (which is well after the Oregon Universities’ began using CIVIL WAR on apparel).

3 Moreover, not only is the Oregon Universities” CIVIL WAR mark more than a

century old, it is very well known. For example, in 2010, the incredibly popular ESPN college
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football program GAMEDAY broadcast nationwide from the Oregon Universities’ CIVIL WAR
branded athletic competition before the CIVIL WAR branded game aired on the national
television network ABC. 2010 was of course before Applicant filed the Subject Application.

4. In addition to branding their football rivalry under CIVIL WAR, many other
competitions between the Oregon Universities are also branded under their CIVIL WAR mark.

5. Not surprising given the longevity and success of their CIVIL WAR brand, and as
indicated above, the Oregon Universities also sell merchandise under their CIVIL WAR mark.
This includes apparel such as shorts, polo shirts, hats, headbands, wristbands, slippers,
sweatshirts, sweatpants, boxers, T-shirts, jackets, and gloves.

6. The Subject Application of course identifies the same goods as the Oregon
Universities offer under CIVIL WAR, namely: hats; sweat shirts; jackets; sweat pants; and t-
shirts.

Z. It is clear that the Oregon Universities used CIVIL WAR in commerce in
connection with identical and/or closely related merchandise to that is recited in the Subject
Application, such as apparel, well before the filing date of the Subject Application.

8. Thus, if use of CIVIL WAR and THE CIVIL WARS on apparel goods is likely to
cause confusion, then the Subject Application should be refused registration by the Patent and
Trademark Office.

9. Confusion is likely between CIVIL WAR and THE CIVIL WARS for the same
goods.

10. CIVIL WAR and THE CIVIL WARS are very close in appearance and sound.
For example, THE CIVIL WARS entirely incorporates the phrase “CIVIL WAR”. THE CIVIL

WARS adds to the term CIVIL WAR only: the letter “S” on WAR; and the word “THE” before

CIVIL WARS.
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i 8 Buttressing the conclusion that CIVIL WAR and THE CIVIL WARS look and
sound similar, a search for “CIVL WAR?” on the ticket resale website StubHub returns a result

for a concert by The Civil Wars (as can be seen in the screen capture copied below).
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12. In addition, the Patent and Trademark Office has indicated that the marks likely
conflict and cannot be registered together. More particularly, the Patent and Trademark Office
stated (based on the filing dates not actual priority) that if the Subject Application registers, the
Oregon Universities’ later filed Application No. 85524256 for CIVIL WAR for apparel “may be

refused registration under Trademark Act Section 2(d) because of a likelihood of confusion

between the two marks.”

13.  As the marks at issue look and sound alike, are for the same goods, and even the
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